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REMARKS 

The specification has been amended to contain a specific reference to earlier 
parent applications and their current status in the first sentence. Also, as requested by 
the Examiner, the reference to hyperlinks and/or other forms of browser-executable 
code at page 2, line 19 has been deleted from the specification. The claims have been 
amended as indicated above. 

The Office asserts at page 5, paragraph 2 of the Office Action that the IDS filed 
April 4, 2002 fails to comply with 37 C.RR, §1 ,97(c). In order to remedy that deficiency, 
the IDS is herewith resubmitted with the appropriate fee. 

Claim 9 is rejected under 35 ILS.C. §1 12, second paragraph as being indefinite. 
Specifically, the Office indicates that since applicant has stated in a previous 
submission that 'The invention is not directed to mutations that cause the 
polynucleotide to have attenuated virulence, as indicated by the amendment to claim 1 
and since claim 9 recites viral properties that correspond to attenuated virulence, that 
claim 9 fails to correspond in scope with that which applicants regard as the invention. 
Note, however, that claim 9 is dependent on claim 1, which is directed to a 
polynucleotide which comprises, among other things, an adaptive mutation in the NS5A 
coding region that confers improved cell culture characteristics. Thus, claim 9 is 
directed to a polynucleotide that comprises an NS5A mutation that confers improved 
cell culture characteristics, and further comprises characteristics consistent with 
attenuated virulence. Therefore, claim 9 is directed to various species within the scope 
of generic claim 1 . As such, claim 9 is definite and does set forth subject matter which 
applicant regards as their invention. 

Claims 1 F 3-9, 29, 61 1 62, 69, 70 and 72-75 are rejected under 35 U.S.C. §1 1 2, 
first paragraph as lacking enablement Specifically, the Office alleges that while the 
specification is enabling for a polynucleotide comprising a non-naturally occurring HCV 
sequence capable of productive replication in a host cell that comprises an adaptive 
mutation of the NS5A gene that confers improved cell culture characteristics to the 
polynucleotide, it does not reasonably provide enablement for adaptive mutations other 
than a mutation of the NS5A gene. While applicant respectfully disagrees with that 
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statement, in the interest of expediting prosecution of the instant application, claim 1 
has been amended to include a limitation that the adaptive mutation is "in the NS5A 
coding region," In light of that amendment, applicant respectfully requests that this 
rejection be withdrawn. 

Claims 1 , 7, 9-1 1 , 61 , 62, 69, 70 and 72-74 are rejected under 35 U.S.C. §102(e) 
as being anticipated by Yanagi et al. for reasons of record. In the Office Action dated 
January 10, 2002, the Office cites Yanagi as teaching an isolated and purified 
polynucleotide that is capable of productive replication in a host cell in which all or part 
of the portion of the polynucleotide encoding the NS5A protein is deleted, and that 
deletions in the polynucleotides encoding the infectious nucleic acid sequences may be 
made in order to produce attenuated HCV for vaccine development. 

First, by the Office's admission (O/A of 1/10/02 at page 1 1 ), Yanagi does not 
teach that mutations may be made in order to confer improved cell culture 
characteristics. The instant claims are limited to those polynucleotides that comprise 
"an adaptive mutation that confers improved cell culture characteristics..." Contrary to 
the Office s position that applicant is relying on limitations not found in the claims, claim 
1 as pointed out above, is limited to polynucleotides with improved cell culture 
characteristics, and therefore is not anticipated by Yanagi. 

Next, the Office states in the Action dated January 10, 2002 (at page 11) that 
"while Yanagi et al. are silent as to the transfection efficient of the polynucleotides into 
mammalian cells, absent some evidence to the contrary, polynucleotides having the 

recited structure of a functional 5' non-translated region and a deletion of a portion of 

all of the NS5A protein would inherently possess" improved cell culture characteristics. 

The Office has not made a reasonable showing that the inherency rejection is 

supportable. In Ex parte Skinner, 2 USPQ2d 1788, 1789 (Bd. Pat. App. & Interf. 1986) 

the Board stated: 

"[W]here an examiner has reason to believe that a functional 
limitation asserted to be critical for establishing novelty in the 
claimed subject matter may, in fact, be an inherent 
characteristic of the prior art, the examiner possesses the 
authority to require an applicant to prove that the subject 
matter shown to be in the prior art does not possess the 
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characteristic relied on. Nevertheless, before an applicant 
can, be put to this burdensome task, the examiner must 
provide some evidence or scientific reasoning to 
establish the reasonableness of the examiner's belief 
that the functional limitation is an inherent characteristic 
of the prior art. In the case before us, no such evidence or 
reasoning has been set forward." (emphasis added). 

In the instant case, the Office has merely stated that absent any evidence to the 
contrary, the polynucleotides disclosed in Yanagi et al. would inherently possess 
improved cell culture characteristics. That statement is neither evidence nor a 
reference to any evidence. That statement is also not scientific reasoning. No reason 
is given as to why the polynucleotides of Yanagi et aL may possess the improved cell 
culture characteristics of the instant claims. The allegation that the polynucleotides 
disclosed by Yanagi et al. may possess such characteristics fails to establish 
anticipation. The mere fact that a certain thing may result from a given set of 
circumstances is insufficient to prove anticipation. Electro Medical Systems, S.A. v. 
Cooper Life Sciences, Inc., 32 USPQ2d 1017 (Fed. Cir. 1994); Continental Can Co. 
USA, Inc. v. Monsanto Co., 20 USPQ2d 1746 (Fed. Cir. 1991). 

To serve as an anticipation when the reference is silent about the asserted 
inherent characteristic, such gap in the reference may be filled with recourse to extrinsic 
evidence. Such evidence must make clear that the missing descriptive matter is 
necessarily present in the thing described in the reference, and that it would be so 
recognized by persons of ordinary skill. In re Oerlich, 212 USPQ 323 (CCPA 1981); In 
re Robertson, 49 USPQ2d 1949, 1950 (Fed. Cir 1999). The evidence of record, cited 
by the Office at pages 5-6 of the Action dated December 3, 2002, according to the 
Office, indicates that "...Yanagi only speculates where adaptive mutations might be 
found; this speculation has been relied upon to support the Examiner's position that the 
location of such mutations is unpredictable." 

Further, the Office states that "[rjeview of the documents of Lundkvist et al.; 
Frolov et aL; and Jansen et al. ... is not seen to provide any support for predictability for 
locating cell culture-adaptive mutations in HCV." Given this unpredictability, it is 
speculative at best, as to whether the polynucleotides of Yanagi et al. would possess 
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improved cell-culture characteristics. In re Robertson, 49 USPQ2d 1949, 1951 (Fed. 
Cir. 1999) ("Inherency, however, may not be established by probabilities. The mere fact 
that a certain thing may result from a given set of circumstances is not sufficient 11 )* 

Thus, the Office has not earned its burden of establishing a prima facie case of 
anticipation by Inherency. MPEP §21 12. The burden of proof is on the Office to provide 
evidence or scientific reasoning showing that the claimed "improved cell culture 
characteristics" are inherently possessed by the polynucleotides taught by Yanagi et al. 
Absent any such evidence or reasoning in the instant case, and in the face of 
contradictory evidence, the Office has not met its burden to establish prima facie 
anticipation, and has improperly shifted the burden to Applicant to show an unobvious 
difference between the polynucleotides of Yanagi et al. and those claimed in the instant 
application. MPEP §2112. Therefore, the rejection under 35 U.S.C. §1 02(e) must be 
withdrawn. 

Claims 3-6 and 29 are rejected under 35 U.S.C. §1 02(e) as being anticipated by, 
or in the alternative, under 35 U.S.C. §1 03(a) as being obvious over Yanagi et al. for 
reasons of record. In the Office Action dated January 10, 2002, the Office cites Yanagi 
as teaching polynucleotides that "inherently possess" improved cell culture 
characteristics. 

Claims 8 and 75 are rejected under 35 U.S.C. §1 03(a) as being unpatentable 
over Yanagi et al. in view of Mizuno et al. for reasons of record. In the Office Action 
dated January 10, 2002, the Office cites Yanagi as teaching polynucleotides that 
"inherently possess" improved cell culture characteristics. 

As both of the above rejections under 35 U.S.C. §102(e)/1 03(a) rely on Yanagi et 
al as teaching polynucleotides that "inherently possess" improved cell culture 
characteristics, they must be withdrawn, because as discussed above, the Office has 
failed to present a prima facie case as to the allegedly inherent characteristic of the 
polynucleotides taught by Yanagi et al. 

In addition, the Office mentions at page 7, that at least claim 9 presently reads on 
attenuating mutations. It is not clear why that statement appears in this context, as 
claim 9 was not rejected under 35 U.S.C. §102 or §103. However, that statement has 
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no bearing on the patentability of claim 9, because as with all of the claims in the instant 
application, claim 9 requires an "adaptive mutation in the NS5A coding region that 
confers improved cell culture characteristics.' 1 Therefore, the polynucleotides of Yanagi 
et al. cannot anticipate or render obvious any of those claims, as discussed above. 

/. Conclusion 

All of the stated grounds of rejection have been properly traversed, 
accommodated, or rendered moot. Applicant therefore respectfully requests that the 
Examiner reconsider all presently outstanding rejections and that they be withdrawn. It 
is believed that a full and complete response has been made to the outstanding Office 
Action, and as such, the present application is in condition for allowance. If the 
Examiner believes, for any reason, that personal communication will expedite 
prosecution of this application, she is invited to telephone the undersigned at the 
number provided. 

Prompt and favorable consideration of this Amendment is respectfully requested. 

Respectfully submitted, 




Daniel S. Kasten, Ffeg. #45363 
Thompson Cobum LLP 
One US Bank Plaza 
St. Louis, Missouri 63101 
Telephone: 314-552-6305 
Fax: 314-552-7305 
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